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FOREWORD

It has been the policy of the Uiiited States to control by means
of patents the inventions and discoveries made in the course of the
Manhattan District program. This volume is an account of the policy
developed, the procedures used and the organisation established to
seoure and maintain such control.

prior to the organisation of the Manhattan District patents were
secured | | the Om . . of Soieatiflo ternr* end Development, sine,
the same personnel executed the same functions under both organisations
no distinction has been made herein between the two operations.

I v-mmp $0% : e L VA

The data on which this account is based are available iIn the files
of the Central Office of the Manhattan District Patent Division, o/0
Capt. Robert A. Lavender, DSN (Rot.), Advisor on Patent Matters,
United States Atomic Energy Commission, 1901 Constitution Avenue,
Washington, D. C«

Sasic documents essential to an understanding of the operations
of the patents Division are included in appendices following the text
and are referred to in the text by the note *(App-.__ )= A summary has
been Inserted ahead of the main text. The summary iIs keyed to the text

by using paragraph numbers and titles in the summary corresponding with

section numbers and titl

December 1946
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SUMMARY

1. Introduction®* - The Patent Division of the Manhattan Distriot,
oreated when the District undertook the manufacture of the final product
of the Special Project and the research and development incident thereto
was initially staffed with patent personnel originally associated with
the Office of Scientific Research and Developmente It comprised com-

mlssloned flavy Gand Army offlcers and civilians* exhaustlvel_y screened
" "omm

’ e 2, L] w

on a bawls of loyalty and ability, the original number belng augmented

Vi< B v v Wy f S im
as necessary during the progress of the work. The purpose of the DIlvi-
Liflisl | I

Sion is to assist in the protection of the Government’s interest in in-
ventions made as a result of the research and development under the
Project, to secure through patents the maximum control of the Project
obtainable thereby, to carry out decisions in the field of international
relations, and to negotiate the purohase of patent rights from inde-
pendent inventors* Problems of security* the lack of precedent for

what constituted largely virgin soil as to both science and patent law, a
the necessity for dealing with contractors having rigid patent policies,

"M -C'mm 7 mmm; ==V L V.-A\\
compllcated the Division 3 task*

2. Policy. * Patent policy ef the Manhattan District was to some
extent inherited from the Rational Defense Research Committee and the
OSRD. All Government patent rights arising from project inventions are,
by order of the President of the Dhited States, in the custody of the
Dlreotor of OSRD. The Patent Division of the Manhattan Distriot has in-
vestigated the origin of early inventions to secure to the Government

its due rights, concentrating them in the custody of the Director of
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0SBD. It has also supervised the. request of secrecy order issuance as
to applications filed in the Patent Office. The presidential directive
ordering oontrol of the Project through patents led to adoption of a
short-form clause of assignment of rights in all subsequent contracts,
plus similar appropriate renegotiation of all outstanding contracts em-
bodying the long-form patent clause (2>2b(l)), a task still being carried
aut by the Patent Division* Patent clauses were standardised and four
types of oontraots embodying them were adopted upon creation of the
Manhattan District* The type* of contract were* production of stan-
dard apparatus or material, production and development, production and
research, and research. Contracts were renegotiated where changes in
the character of work thereunder warranted it. Contracting Officers of
the District and Areas were authorised to select appropriate patent
clauses for subcontracts. Government rights in inventions of loaned
employees and consultants were defined* In a few instances exceptions
to the use of the standard patent olauses were made, notably in the
easea of duPont, General Electric, Area Engineers using the GE clause,
and certain other miscellaneous cases*

With respect to participation in the research by foreign countries
the Division made arrangements for the protection of the Government %
Interest as to the exchange of information not falling within the Patent
Interchange Agreement (2-4b). It also participated in the establishment
of an international committee and the adoption of a system for filing

foreign applications.

3. Applications for Patents. - Inventions are reported to the
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Central Office for docketing, search, classification and a decision as
to patentability. As to those ruled patentable the Report on Patenta-
bility is referred to the originating Croup for preparation and review
of the application, which is then forwarded to the Central Office for
filing* The Teohnioal Advisor examines the applioation for soope and
conflicts, return of the applioation to the field for correction being
necessary In rare instances. Amendments to applications as required by
Patent Office action are similarly prepared by the initiating Croup*

Assignments of inventions are to the Government, represented by

FEINVTT7 O oA 777 17 7 7_ =

the Director of 08BD, but are not recorded until necessary |n the hand-
ling of the oase. Where it is deoided not to file any applioation by
the Government the contractor is so informed and may file Its own ap-
plication subject to a license in favor of the Governmente

4*  Contract Administration* - the Patent Advisor generally repre-
sents the Director of OSRD and the Officer in Charge of the Manhattan
District with respect to negotiation and renegeZiation of patent clauses
In contracts, smployer-employee agreements, loaned employee and consul-
tant agreements, and the keeping of visitors®™ records* The Advisor
passes upon the clearance of contraots from a patent standpoint, checks

the examination and custody of notebooks and examines reports of re-

search, reports on filed applications and assignments, and the reports

on subcontracts*

6. Records* - The complexities of the Project of neoessity re-
sulted in a somewhat extensive system of records, listed hereinafter for

the sake of completeness* Possibly the most important are the indices

to and copies Of projeot research reports, and the index of inventions



by classes and subclasses, contractors, and inventors.

As of Sl December 1946 the number of inventions docketed by the
Division amounted to 5600, representing 493 different classes of inven-
tions. Invention searches In the prior Art seemed advisable and have
been made in 5700 oases. The total of inventions approved for filing
thus far was 2100, of which 1766 applications had been actually filed.
This total comprised 1260 applications filed in the United States, 257
in England, and 858 in Canada, respectively. Conflicts between reported
Inventions arose in 89 oases, concerning 68 of which formal opinions
have been issued, patent administration extends to 2424 contracts, com-
prising 1390 prime and 1034 subcontracts. Aa of said date the Division
has reviewed a total of over 6524 preset technical reports and 6305
potepgok§f.

6# Organisation. - Patent Division activities are divided t*tween
the Central Office in Washington, It. ce, and the various Field groups.

The Central office is comprised of the patent Advisor, the Deputy Advisor*
the Technical and Administrative Assistant Chiefs, the Technical Advisors!,
and patent attorneys, 1invention reporters in the field are usually civil-
ians although some have been enrolled as officers* Officers and enlisted

men assigned to the Division are under the local Army or Havy senior

officer present for purposes of pay, leave, and discipline, but are otherwise
directly supervised by the patent Advisor, including assignments to the
locale of duty, made so far as possible with due consideration of rank and
past patent practice.

The Administration of the Division is set forth in the formal Manual

of Office Organization and Procedure. The Central Office is under the
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direct supervision of the Deputy Chief and le comprised of six technical
divisions and the administrative personnel.

7. Cooperating Agencies. - The patent Division has received the
fullest oooperation from other Government departments and agencies, iIn-
cluding the patent Office, National Bureau of Standards, Navy Depart-
meqﬁ, Department of Interior, Offioe of Scientific Research and Develop-

ment. State Department, Offioe of Emergency Management, War Production

Board, Department of Agrioultrue, and the Patent Division of the Office

of the Judge Advocate General of the Army.
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1-1« general» * i1he Patent Division or the Manhattan District la
the outgrowth of a group of patent attorney$ and technical advisors
organised by the Advisor on Patent Matters to the Director of the Of-
fice of Scientific Research and Developnent, Office for feergenoy
Managoaent* This group was assembled in OSRD when that office had the

active supervision of the research and development of the Project*

batten District. The duties and the responsibilities of the Patent
Division have been unusually exacting and severs# as so »uch research
and development by so many outstanding scientists and engineers In so
nany highly technical fields have been crowded into so few months*
Virgin soil was being broken In nany fields of solstice in which there
were no available trained and qualified patent attorneys end there were
no precedents for the organisation of a patent group for the handling
of the lergs volume of inventions from so aany technical sources as
were utilised by the District, the negotiations attending the letting
of such a wide variety of research and development contracts* accompanied
with or without production* required a great deal of time and attention,
especially because tho negotiations were with so nany contractors that
had already fixed and well established petent policies* Security regu-

lations were necessarily very striot* Corepartiaontatton of information
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and activites added to the difficulties of organization* Scientists
and engineers were moved on short notioe or were temporarily away from
their regular sites for extended periods of time or otherwise unavail-
able &t their sites for consultation in the interest of getting the de-
sired results at the earliest possible hour. It was realised that the
prise purpose of the project was "to get the answerbas quickly as
humanly possible and, therefore, compromises from a patent point of
view were necessary from time to time in favor of that prime purpose.
However, the administrative officers, the scientists, and the engineers
and all ‘their staffs a; v?e n as C;OT]trE:lCtOFSS* ref)ll"ese’ntatgves e’_(\)/opévratea -
and assisted in the work of the patent division. The patent Division
had especially the unreserved support and encouragement of Or* Yannevar
Bush and Major General Leslie R. Groves. It is impracticable to list
the names of individuals who were outstanding in their cooperation, but
special mention should be made in this regard of Dr. Irvin Stewart,
Executive secretary of OSRD, and Dr. Harry T* Wensel, chief of the Re-
search Control Section of the District.

1-2. purpose. - The purpose of the Patent Division Is to assist
the Director of OSRD and the Officer in Charge of the Manhattan Project
in ee}ablishing and administrating a sound patent policyf The patent
Division through the Director Sf OSIID and the officer in Charge of the
{Manhattan Project, is charged with the responsibilities of carrying out
the directives received by them as to the control of the use of atomic
energy through patents, the carrying out of International relations de-
cisions, the protection of the Government 3 interests in inventions and

discoveries made under the project, through the execution of contracts i



through the filing smd prosecuting of (applications for patents, and the
scouring of rights froa independent Inventor* for the protection of the

Government** intereats in the Projeot as a whol«»



SBCTICK 2 - POLICY

2-1*  Generals

a. Early History* - The patent policy of the Manhattan

District had its origin in the National Defense Research Goarnittee and
the Office of Scientific Researoh and Development« The Government,
through the Havy Department end national Bureau of Standards, had prev-
iously sponsored ease experiments through research contract* with Colum-
bia University under whloh contracts the Government obtained licenses
under resulting inventions, the Savy also ttwrrled on Halted research
at the fiaval Research Laboratory at Aaacostla, D. C. At the time of
these early contracts the direction of the Project was under the Advis-
ory Committee on Uranium ef which the Director of the National Bureau
of Standards was chairman and the memberi of which mire made up of Army
and Navy representatives and scientists, principally from universities.
Inventions made by assisting personnel of the Bureau of Standards mere.
In accordance with the policy of that Bureau, assigned to the Government,
but no contracts mere entered into with the committee members and their
assistants for the assignment of their inventions to the Government.
However, all of the inventions made by the committee members have later
been assigned voluntarily to the Government and without profit to the
individual members. Assignment of rights under some of the inventions
made by some assistants to the member* are still under negotiation.

Custody of Patent Righta Owned by the Government* - The
Government holds patent rights, the same as other property rights, in

the oustody of some Government department or agency and the custody of
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such rights is initially®In the department or agenoy that contracted for
them. An some of the rights to inventions came into the government as
represented by the Seoretary of the Navy end by the Secretary of C«a»
meroe, the President issued instructions that all patent rights relat- ?
ing to the Projeot should be in the custody of the Director of 03RD#
These instructions were not changed when the Manhattan District was

formed and patent rights arising out of contracts let by the District

booom. T.,tl IB th. Oov.rm.nt in th. »u.tody of th. DIwotor of

OSH).

» 1 (¢ ™=, . - ;I N

ee  Seorecy Orders Issued by the Commissioner of Patents.

tinder the provisions of Public Law TOO (76th Congress), as amended
(38 DSC 48), the Comaissloner of Patents is authorised to issue orders
of secrecy against the inventors, their heirs and assignees, prohibit-
ing the disclosure of information contained in applications for patents*
the Commissioner of Patents had requested the reconwendationa of the
Director of OSRD# who delegated the examination of such applications as
might be referred to him to certain technical aides* The Director of
OSRD delegated the preparation of recommendations and the signing of
oorrespondenoe with the Coamlasionsr of Patents to his Adviser on Patent
Matters, in aocordanoe with the reoomnendations of the technical aides*
As applications for patents were also being filed by the Patent Advisor
as the Attorney of Record, It became important that neither he nor any
of his assistants examine any applications in the Fatent Office for the
purpose of making recommendations regarding secrecy orders, so that

there would be no ehanoe that information in such applications would be

incorporated in applications filed by him* Thisjprooedure has been



scrupulously observed.
2-2.  MDRC and OSRD Partiolpation.

a. General. - fihen the HDHC was assigned the administra-
tion of the Project in June 1940, formal research end development con-
tracts were made with laboratories, both university and commercial# for
the investigation of the various phases of the Project. Later, ohoa
OSRD was organised end absorbed HDRC# the same policy was followed*
Each eontraot contained a patent clause providing for the disposition
of rights under inventions made in carrying out the work voider the con-
tract*

b. Standard Patent Clauses*

(1) Long-Form. - The standard OSRD "long-form" patent
clause (App. Al) provides that the oontraotor shall report all inven-
tions made under the eontraot and that i1t shall elect whether or not
it will file applications for patents thereon) if it eleots and does
file applications, the title to the invention, and any patent that may
issue thereon, shell be retained by the contractor# squé:% to a non-""
exclusive, irrevocable, end nontranaferable license in favor of the
Government for Military, Vaval# and national Defense purposes! if the
oontraotor eleots not to file# the title to the invention# and to any
patent that may Issue thereon# shall be in the Government# subject to a
limited license in favor of the oontraotor*

(2) Short-Forst. - the standard OSRD wshort-forraM patent
clause (App* A2) provides that the Covernsient Contracting Offloor shall
have the sole power to detannine whether an application Shall bo filed

and to determine the disposition of rights In and to the invention
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and under any patent* that my 1issue thereon. As the inventions to be
made under these short-fora oontraots ware expected to be baslo and as
usually a great deal of technical information already in the possession
of the Government was expected to be imparted to the contractor, it was
normally expeotod that all rights in and to inventions made under these
contractu would become the property of the Government* However, it was
understood that the determination of the disposition of the patent
rights by the Contracting Officer would be separately made for individual
inventions, and under appropriate circumstances, such as, for example,
e ease in which the invention mas traceable to the know-how of the con-
tractor* It would be determined that the contractor would retain rights

under the inventions made*

o* Directive of the Control of the Project Through Patent*.

(1) Directive of the President* - In the summer of
1942 the President issued 4 directive that as much control as possible
of the Project should be through patents* As the control of the use of
a patented invention Is vested in the holder of the title thereof# and
as some of the earlier NDRC and OSRD contracts contained the long-fom
patent clause, the long-form patent clause contracts ware renegotiated
to the short-form patent clause and made retroactive, to the effective
dates of the respective contracts*

(2) Bogotlatlons* - Some organisations and individuals
that had worked Independently on the problems of the Project before OSRD
contracts ware signed, realised the importance of the Projeot to the
Nation and assigned their previously made inventions to the Government*

negotiations for rights under some such inventions have been delayed

m—
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because of seorecy restrictions as the Invention* have not been defined
in allowed claim*. Hegotiations as to other* are being oanduoted.

d«  Contractor-fcaployee Relation*. - The eentraote pro-
vided that oontraotor* had not entered into end would not enter into
any agreement* that would prevent then froo carrying out the provision*
of the oontraot. It was found that employer-employeo agreementa as to
the disposition of patent right* varied *o much with the contractor*
that each contractor was required to aeoure the approval of it* employer-
employee invention agreementa*%

ee  Govarnaent-Bmployse Relation*. - Paid technical em-
ployee* of OSRD are required to assign to the aoveroaent the title* to
inventions and disooverie* made by then in the line of their duties
(pp* £3). ?

f«  Subcontracts» - She patent elauee* iIn subcontract*
involving any research or development required the approval of the Con-
tracting Officer*

2-3* Manhattan District Participation.

a. general. « When the Manhattan District was formed and
became the oontraoting agency for the construction end operation of quan-
tity production plants and for the purohase of the necessary equipment
and raw products, it was decided that nearly all of the research and de-
velopment of the Project ahould be taken over by the Manhattan District,
OSRD retaining only certain specific phases of the research. Most of the
O%EI> contracts eere transferred to the District or were terminated and
new contracts entered into by the Mstrict.

b. Product Contract Patent clause. - The production phase
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of tho work on the Project brought out new situations that required new
types of patent clauses* There were eontraota to bo negotiated for the
supply of tho standard products of manufacture of well established com-
panies and it was apparent that no inventions would be involved* It
would manifestly he unfair to demand that the title to any incidental
Invention that might possibly be made in new manufacturing methods be
assigned to the Government as they would have been made in the normal
oouree of the contractor®s m?nufacturing business* Zn other cases* com-
panics were called upon simpfy to manufacture material or equipment ac-
cording to specifications already worked oat and standardised by the Dis-
trict and did not require any research or development* Tho companies se-
lected for these contracts were those generally familiar with the olass
of material or equipment involved* and usually no time was available for
the company to determine whether any valid patents would be infringed*

It was, therefore* decided that contracts requiring the production of
standard articles of manufacture or the mere production of the District"s
standardised equipment would contain no provision requiring the contrac-
tor to assign all patent rights to the Government* It was also decided*
however* that if the contractor were to supply its standard products, it
had had an opportunity to investigate the infringement of valid patents
and that the oontraotor would be required to indemnify the Government for
the infringement of any involved patent (App* A4)* If the oontraotor
were to supply a product manufactured according to specification fur-
nished by the District and if there were no time; for the contractor to
determine its involved patent liability* a clause was included in the

oontraot to the effect that the Government would hold the contractor
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hornless from any liability arising from the infringement of any patent
roquired in the performance of the contract (App. AE).

C.  Production and Development Contracts. - It was also de-
sired to let other oontraota for the quantity production and supply of
the standard products of well established companies with some development
work involved in adapting those produots to a particular need and use on
the Project or for the construction of plants and their operation that
required definite skill and know-how by personnel of well established oam-
ponies. Under such circumschces the long-fora OSRD patent clause (Appe
Al) would normally have been used were i1t not for the directive to secure
control of all inventions made on the Project. It was, therefore, de-
cided that the standard OSRD long-form patent clause would be modified in-
to Manhattan District Standard Patent Clause C} to provide that the dis-
position of the titles to inventions made under the contract would be de-
termined by tho Contracting Officer but that the contractor as a matter of
contract right would retain "at least” the sole license in fields outside
the field of the project (hereinafter referred to as "outfield" righto)
and the sole right to grant sublioenses in outfields. The Government
would, of course, obtain titles to the inventions for purposes of oontrol
as well as a license in both infields and outfields. This provided for
control of the infield rights as well as a right by the Government in
outfields (App. A6).

d. Production and Research Contracts. - Other contracts
were desired to be let for the quantity production and supply of material
and apparatus with which well established companies were generally famil-

iar but Which involved considerable development end perhaps research and
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to whioh companies It would bo necessary to import considerable detailed
knowledge of the project. It was also desired to let oontraots to well
established companies for the construction and operation of plants in-
volving operations with whioh they were generally familiar but whioh re-
quired considerable teohnioal knowledge of the Projoot not previously in
possession of the contractor, and involving operations that were desired
to be improved* It was decided that the contractor was entitled to some
outfield rights in inventions made under the contract, because of the
su&plyir.lg*of Ehe teehnioal backgrou.rlorl and.know—r.\on of 1ts .err’lployeles* bu\t
the }ights should not be aa extensive aa prvided for under Standard i
Clause C* It was. therefore* decided that the contractor should retain

aa a matter of oootraot right "at least” a nonexclusive license in out-

fields (App* AS# Clause 8, Paragraph 4) e /

ft*  Research Contracts* * The Manhattan District assumed
the patent aftainietration of practically all of the OSRD basic research
contracta which provided that the contracting Offleer had the sole power
to determine the disposition of rights under inventions made under the
contract* with the contractor retaining no rights as a matter of con-
tract right. The patent clauses In renewals end extensions of the in-
volved research were similar to the standard OSRD short-fom patent
clause (App* AG, Clause A* Paragraph 3). It was decided that the same
principles established by OSRD for the administration of Standard Clause

A would apply to the adminlatratlon by the Diatriot*

f. Interpretation of Patent Clauses. - It was understoc
in negotiation of the patent clauses with the contractors that under

oertain circumstances the contractors could retain more than the

2.8

.
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"at least” rights reserved as a matter of oontraot right* It was an-
ticipated that certain inventions would be made by employees of con-
tractors of suoh doubtful patentability* because of prior Issued patents
or published literature, that the Government would not desire to file a
patent application* It was antloipated that some of suoh doubtful in-
ventions slight be of value to the contractor in i1ts manufacturing posi-
tion and would be worth a very determined effort cm the part of the
oontraotor to file and prosgfute a patent application even though only
very specific and limited clgims would be granted by the Patent Office*
It was, therefore, understood in the negotiations that in suoh cases the
Contracting Offioer would determine that the title to the invention
would remain in the oontraotor and i1f the oontraotor filed a patent ap-
plication and a patent were granted, the Government would have a non-
exclusive license under the invention and any patent that might issue
thereon* It was also contemplated, even under contracts containing
the short-form patent clause (App* AG), that the oontraotor might re-
tain, for example, a nonexclusive license in outfield* An example of
circumstances under which the oontraotor might retain suoh right is 1f

Idie invention were traceable to the particular prior knowledge or know-

how of the contractor** employees*

g. Renegotiation of Patent Clauses* - It is not always
possible at tho time of negotiating oontraots to determine in detail
the nature and the soope of the subjeot work of the oontraot. The patent
clause to be included in the oontraot was initially selected in accord-
ance with the principles set forth in Subparagraphs b, o, d, and e of

this subseotion (2-3). If th© soope of the work changed during the
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carrying out of the contractt suoh as requiring more research or develop-
ment, or less* the patent olause was renegotiated when appropriate*

h*  Suboontraots* - The particular patent clauses to be
used in suboontraots followed the same principles as applied to prime
contracts, 1i.e., the subject work of a subcontract is controlling rather
than the type of patent clause included in the prims contract. The
Contracting Officers of the Distriot and Areas were authorised to se-
lect the appropriate olause to be used in contracts and subcontracts and
were required to refer to the "Patent Advisor only those oases in which
the Contracting Officers had a doubt as to the appropriate clause to be
used (App. A6).

1*  Government ftaployeos. » All Civil Service employees
. and all officers and enlisted personnel of the Services associated with
the Projeot are required to assign all invention;’zo fhé Go;ernméEi ihét
are made by then while so employed or assigned (App. A?)*

J. Loaned Employees. - It was often found necessary in the
solution of pressing problems to transfer temporarily the employees of
the contractor to work under another contractor. It was apparent, in
the Government®s interests, that an invention made by an employee of a
production contractor loaned to a baaio research contractor should not
be subject to a sole license in favor of his employer, and, likewise,
the Government might net be entitled as a matter of contract right to
all the rights under an invention made by an employee of a research con-
tractor that had been loaned to a production contractor. It was, there-
fore, decided that inventions made by a loaned employee would be reported

by the contractor to idion the employee was loaned and the disposition of
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patent rights under inventions Rada would be dotemined as provided for
by the oontraot of tho oontraotor to whom the employee was assigned
(App* AS)<

k. Consultants. = It was also found necessary at times to
uso special scientists and engineers# not otherwise available# to assist
in the solution of pressing problems. Saae of the personnel were willing
to and did give their servioes without charge either by themselves or by
their regular employers* In other oases a group of consultants was do-
sired from a single company,*in whioh cases definite arrangements were
mode for their compensation* It was deolded that before «ny consultant
was given any Information of the Project, he sign an agreement to dis-
close all inventions that might be made while noting as a consultant,
and assign all rights to suoh inventions to the Government. If the con-
sultant were employed by a company or other organisation, the assent by
his employer was obtained in writing (App. AS)*

1*  Exceptions in Patent Clauses.

) duPont. - In negotiating the patent claus
oontraot for the construction and operation of the Hanford Engineer
Works, the duFont Company insisted that it retain no patent rights what-
ever, would have no responsibility in reporting of inventions, and would
perform no duty usually required of a patent attorney* This clause is
not included in other duPont contracts, in whioh are incorporated the
appropriate standard patent olause* In the administration of this con-
tract, the duPont Company Insisted that before applications for patents,
prepared by the Patent Division, be presented to its employees for sig-

nature, tho applications would have to be passed upon by a representative
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of the University of Chicago and a foraal statement be made by auch rep-
resentative that the invention covered by the applioation was found to

be that of the employee of the duPont Company and not that of any em-
ployee of the University of Chicago* However, duPont is insisting that
all such applications be presented to its employees through the company
and that the company examine the applications*

© Qeneral Eleotrio. - In negotiating three c

one of which was research an? the other two of which wore production and
development contracts, Generé% Eleotrio requested that the clause pro-
vide that a distinction be made between an invention "which either con-
>trols or is of importance to" the Project and inventions that were not* 1
General Electric insisted that it retain the titles to the inventions in
the latter class* subject to a license in favor of the Government and

that the Government obtain the titles to the inventions in the former
Class, subject to a nonexclusive license, with the right to grant sub-
licensee in outfields in favor of General Sleotric (App* AS)* Later,
General Electric accepted the standard distrlot patent clauses in in-
volved contracts* However, in some quantity production contracts with
General Sleotric with only minor incidental development, the original
General Eleotrio patent olause (App. A9) has been used when approp-

riate*

(€)) Area Engineers* « Certain Area Engineers he

a few production and development contracts that inolude the General Elec-
tric patent olause (App* A9), under the Impression that i1t had become

standardized* These contracts have either been renegotiated to in-

olude the appropriate patent olause, or are in process of renegotiation*



———

Several such contracts were completed before the details of the included
patent clauses were made knotra to the Patent Advisor. However, i1t was
determined iIn some instances that no inventions had been made under the
contracts and, therefore, the contracts were cleared without renegotia-
tions e

(@) Miscellaneous. * When a contractor was in t
tablished business of consultant engineering and a nonexclusive and non-
transferable license would be af no value to it because it did not manu-
facture or sell material or apparatus, the license retained included the
right to grant nonexclusive sublioenses* There are also three contracts
outstanding that include the standard OSRD long-form patent clauses. The
subject work of these contraots is a continuation of OSRD contracts

-initially let for work not associated with the Project. Special patent

clauses were negotiated with two foreign companies.

(8) Employees. - A few exceptions have been made in the
approved employment agreements, such as, for example, where the employee
had established a professional consultant status in a particular field
before he became an employee of a contractor. In such cases he was
considered as a contractor having a well established business. A cor-
responding appropriate patent clause was, therefore, authorized. In most
cases, as a further consideration flowing to the Government, i1t was pro-
vided that the employee grant to the Government a license under related
inventions made by him before employment by the contractor.

m.  Visitors. - Official visitors, both American and foreign,
were admitted from time to time to certain areas of the Project for con-

ference and other purposes. Arrangements were made to record the names


bensokr
Line


L]

Of the visitors, the dates of the visits, and the subjects discussed.
IT the visitors attended any seminars or discussions, notes of tho sub-
jects disoussod were token (App. A8).
2-4.  Foreign Participating Countries.

a. General. * By direotion of tho President, OSRD and
Distriot oooperot™lriW"foreign countries in certain phases of the Pro-
ject. A great many British and Canadian scientists and engineers I
visited various sites of thoOProject and exchanged technical information
with _American scientists andALengineers. It was felt that some fomal
arrangements should be made as to the procedures to be followed to ad-
just any overlapping of subjeot matter in inventions, in order that con-
flicts of the subjeot natter and claims in application could b® adjusted
without formal interference proceedings, and, at the some ti«e, in order
that the interests of the individual governsants sight be protected.

b. Exchange of Information* - It was determined at the
Quebec Conference (August 1042) that the exchange of information on tho
Project would not come within the provisions of the Patent Interchange
Agreement,* which was an agreement entered into between Great Britain
and the United States for the exchange of technical information between
the two countries and tho requisitioning of patent rights owned by
nationals of tho requisitioned country.

o* Combined Policy Committee. - At tho Quebec Conference,
thero was authorised a Combined Polioy Comittee, to be made up of mem-
bers representing Croat Britain, Canada, and the United States, to oon-
aider procedures In administrating the international aspects of tho

Project and to make recommendations to their respective Oavaranonts for


bensokr
Line


approval. After extensive conferences between representatives of the
three countries, a procedure was adopted for the processing of invention
reports and the filing of applications for patents in the several coun-
tries. This procedure was approved for the Combined policy Committee.

The details are not set forth herein as they are classified as Top Secret.
They are available in the files of the committee.

d. Filing of Foreign Applications. - It was appreciated fron
forming of the patent Division of the project that grave risks would be run
in the establishing of rights in foreign countries under inventions made
under the project if the fili%g of applications for patents in foreign ooun<
tries were delayed. There was not at that time and there is not at the
present time any statute ir. the United States, England,or Canada providing I
for the mandatory extension of the Convention Date in these countries. 1It1l
was thought advisable to file applications in England and Canada, as secur-
ity measures in those countries were domed adequate, to build up the for-
eign patent structure for the protection of participating countries without
depending upon the passing of any legislation similar to the Nolan Act (35
USC 30-87) by the several countries. It was also appreciated that the
establishing of a foreign patent position would create a trading position
with nationals of those countries for infield rights in the United States
In exch&nge for outfield rights in the foreign countries, it was, there-
fore, decided to file a limited number of applications in England and
Canada corresponding to certain U. S. applications. The applications were
filed through representatives of the state Department acting as agents
until the passage of the Atomio Energy Act of 1946. Since the passage of
that Act foreign filings have been deferred pending a clarification of

1 »*

the provisions of the Act.
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2-6. Security.
a. General. - Following the policy of OSRD and the District

the sources of technical information wore compartmented, each Group hav-
ing access to only that Inforaation that is necessary for the proper
preparation of the olass of oases assigned to it. This procedure has
not worked any particular hardship on the patent Division as Patent
groups are assigned to Area Engineer Office* that supervise the work
ooncontr&ted in and specialised in that area. At some sites, such as
at Oak Ridge, work is carried* on in more than one compartment or phase
of th® Project. At such a site, the Head of the patent Group, and per-

haps on& other attorney, is cleared for more than one phase of the work

at the site.

h. "Super””3ecrot Cases. - Certain cases are ao important
from a security point of view that their preparation and handling are
limited to the Hoad of a Group and one selected assistant and to the
patent Advisor, Deputy Advisor, and the Head of the appropriate divi-

sion in the Central Office in Yi"ashington.
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SECTION 5 - 5miCATTOK3 FOR FATBKTS

#e1*  General.

a. Soopes of Applioatlona. - &s 1t has been directed that
through potent# as much control of tho Project as possible should be so*
cured, the importance was stressed of the filing so promptly as possible
of applications covering basic inventions, end also adaptation end iIm-
provement of inventions# that wore being incorporated into equipment be-
ing built and used* In the earlier stages of tho research end develop-
ment of the Project# it was impossible to determine whioh of several
basic inventions would be used* It was, therefore# doomed advisable to
file applications on all basic inventions and give high priority to in* /=y
provement or detail inventions as they became of importance os time pro*
grossed* A system of priority of consideratiog of preﬁération\énd filing
of oases was established whioh provided four classes of priorities! P-1,
P-2, P-3# and P-4* In deciding whether or not 1t ms worthwhile to pro*
pare and file an application on a minor invention in a crowded art# the
doubt as to value was resolved in favor of filing, as the future value
could only be approximated and the Issued patent# though not a strong
defensive document# would serve as a publication*

b* Locale of Preparation and Review* * It was at first
planned to have the applications prepared by tho Groups and have the ap-
plications reviewed in rough draft form by speoially selected attorneys
in the Central Office* It was found that the filing of applications was
being delayed, because review attorneys wore not in close touoh with tho

inventors, and i1t was dooidod to transfer tho review attorneys to tho
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vurious Group# and to have each Croup forward application* to the Con-
tral Offioe in final fora, exeouted and ready for filing* Group pre-
pared applications aro still referred to the Technical Divisions for
"examination® Tas to soopo and oonfliots as distinguished from Teview.*
IT some defect is found during this examination that cannot be corrected
by later amendment* whioh is rare* or if the claims are found to be in
conflict with claims of other cases* the applioation is returned to the
originating Group for correction or for the eutalssion of evidence to
dispose of the conflict#

9~Z*  Prosecution in the U* S. Patent Office*

a. General. « The proseoutlon of applications in the Pat

Office 1s in sccordsnce with the rules of that office. Arrangements
have been made with the Canalssioner of Patents to furnish duplicate
copies of Office Actions* One copy of the Office Action and the cited
references become part of the file wrapper in the Central Office and
the second copy* and patent references are forwarded to the application-
initiating Group for the preparation of a proper amendmente If the in-
vention arose under a contract providing that the contractor shall re-
tain rights under the invention* the second copy of the Patent Office
Actions is furnished to the contractor together with a proposed amend-
ment* If no change i1s suggested by the eontraotor or If changes are re-
ceived from the contractor before the statutory time limit for filing
amendments* the proposed amendment Is filed or the changes are given
consideration* The Patent Advisor, as the Government representative,
Is the Attorney of Record and has the sole end irrevocable right to

prosecute the application* Applications are prosecuted until at least
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two Patent Offioe Action* or a notice of allowability or notice of al-
lowance i1* received* Applioation* are not initially placed within the
provision* of Revised Statute 489% (95 USC 57) authorising delay* in
prosecution of applications# as the scope of allowable claims la desired
to be known in relation to iaprovement-imrention applications* In ease
a final rejection is received and ground* for appeal are apparent, a
Notice of Appeal is filed in the Patent Office and the application*
initiating Group is directed to prepars an appeal brief while the matter
is fresh la the ttinda of the preparing and prosecuting attorney* This
brief is kept In the applioation file wrapper in the Central Office*
Certificates for placing applications within the provisions of Revised
Statute 4894, authorising delays in the prosecution cf applications, are
fumlahed the Commissioner of Patents when appropriate*

b*  Security Provisions* - All applications are, except for
awry few, placed, or eventually will be placed, under secrecy orders
by the Comissioner of Patenta, at the request of the District through
OSRD* The only exceptions are made In cases covering a minor improve-
ment, on a mechanism or proceaa that la ao well developed In the art
that the issue of the patent would not disclose anything of value to an
enemy* By arrangements with the Coomisaicnsr of Patents, certain desig-
nated cases are examined and acted upon by the Examiner of the Divisions
only, or by a designated assistant* Csses covering tha most secret in-
ventions are kept in separate safes in the Patent Office*

5-S*  Prossoutlon In Foreign Countries*
a* general* - Applications for patents corresponding to

D* S. filed applications are filed in Bngland and Canada, on the more

I


bensokr
Line

bensokr
Line


\

important inventions, upon the advice and clearance of the Research Con-
trol Section of the District, The patent agent in England was until the
fall of 1946 the London Office of OSRD. The Second Secretary of the U.
S. Embassy in London wa6 appointed as Agent in the fall of 1946. The
patent agent in Canada is the Charge D*Affaires of the U. S. Embassy in
Ottawa, Canada*

b. Security provisions. - in England and Canada the applica-
tions are presented! to the Comptroller of patents General (England) or
the Commissioner of patents (Canada) with the request that they be kept
In a secret status similar to that in the u. 8. patent Office. In both
England arid Canada the applications are sealed and the prosecution of
the applications is withheld. 7 - v-

3-4* Issuing of patents. - 38 USC 42 (patent Office Secrecy Order
Act) 1is effective during the war and when the Act is no longer in effect
the applications will either be permitted to issue or be placed under
Revised Statute 4894 (38 TOC 37} according to the nature of the techni-
cal information in the individual application.

8-5. Assignment of Inventions.

a. general. = Assignments of inventions are required at the
time of filing of applications covering them. For seereey reasons,
assignments are not recorded in the patent Office until it iIs necessary
in the handling of the case, such as placing the application under the
provisions of 35 DSC 37.

b. Fora. - Assignments are either direct to the Govern-

ment, as represented by the Director of OSRD, or through the oontractor,

according to ciroumstances, suoh as existing approved employer-employee
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agreoaents* If the ftsslgtacent i1f direct from the Inventor to th® Govern-
ment, the form provides for the assent and approval of the contractor,
i1l assignments are aocaptad for the Government by the Director of O3RD.
e* lhen Assignments Hot Required. < Assignments are not
required when it Is decided by the Patent Division that no application
will be filed* In such eases the contractor la so notified and is ad-
vised that it may file aa application* subject to a license in favor ef
the Qovensasnt. the contractor is requested to advise the Patent Divi-
eion of the Serial masher* filing date* same ef the Inventor* and abort :
title ef the application, and* upon receipt of such advice* a formal li-

cense 1s prepared f@y the Patent Division and forwarded to the contractor

for exetution*
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SECTION 4 - CONTRACT ADMIJttSTHATIOE"

4-1. General. = As Advisor on Patent Hatters to the Dirootor of
OSRD and to the Manhattan District Engineer and as the representative
of the Contracting Offioer of the District as to the patent clauses in
District contracts, the Chief of the Patent Division assisted in the ne-
gotiations of the patent clauses of contracts and administrated the
patent clauses in accordance with the delegated authority* This phase

of the work oame directly under the supervision of the Administrative

Assistant Chief*
\ , -\ | < -V

4-2. Negotiations of Patent Clauses* - When the Manhattan Dis-
trict waa formed, stanq?rd patent clauses were drawn up and approved,
and'oopig%.%ere?%urn;éhég all Area Engineers, for use by Area:Centranting
Officers. Whenever there was a doubt in the Blinds of the Area Contrast-
ing Officers, all of the facts upon which the proposed oontraot was to
be let were to be furnished the Patent Division for a decision. Con-
sidering the large number of oentrants made, the great variety of teoh-
nioal subjects involved, and the unusual and new requirements under the
A VA “m 77 A" NJYIT Se "W m e 1,
contracts with highly specialised and well established manufacturing
companies, the oontraots made by the Area Contracting Officers were re-
markably consistent*

4-3*  Renegotiation of Patent Glauses* - When oontraots were re-
ported to the Patent Division that were inconsistent with the polioy of
the District, renegotiations were initiated by the Patent Division* As
a further guide to Contracting Officers and to the Heads of Field Groups,

a circular letter was issued Quoting tho standard clauses and the oir-

oumstanoes in whioh they were In some oases the

——
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subject work of contracts underwent changes during the oontraot period,
culling, for example, for research as distinguished from development.
This ohange would become obvious to theIPatent Division as technical and
invention reports were received and being processed into applications.
The actual work under the contract would then be examined by the Patent
Division and, when circumstances so warranted, renegotiation of the
patent clause would be initiated by the Patent Division. The matter was
usually adjusted at the time an extension to the old oontraot was under
negotiation or a new oontraot was being made# in which ease the new
patent clause was agreed upon and made retroactive to cover the original

oontraot as part of the consideration of the extension of the new con-

4-4 . Personnel Contractual Relations.

S.  government Baployees. - The rights of the Government to
Inventions made by i1ts employees and members of the Armed Services are
defined by OSRD Administrative Circular 10.06, Navy General Order 31* and

Amy Regulations 830-60 (App. A7). No individual oontraots with Govern-

ment personnel are required*

b. Contractorsl Employees. - The standard «»ployer-emplc

agreements between oontraotors and their employees are reviewed and re-
quire the approval of the Patent Advisor.

0.

has developed a poaitlon as to previous inventions in a partioular field
to the same extent as a proposed contractor, his employment oontraot is
considered the same as a subcontract under a prime oontraot and may pro-

vide for his retention of patent rights under the some principles as

~

Expert Engineers. - Whenever a contractor®s employee
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apply to suboontraots.

4-5.  Loaned BaploycaB * Contraots. - The negotiation for and ad-
ministration of opeoial oontraots providing for the loaning of employees
to the Government or to oontraotors are within the duties of the Patent
Division.

4-6. Consultantse Contraots. - The negotiations for and adminis-
tration of special contracts providing for the services of consultants
are within the duties of the Patent 8lvision.

4-7. Visitors. - lhe Patent Division receives, examines, and has
custody of the reports of visitors (App. A8).

4-8. Clearance of Contraots.

a. General. - Before the .final payment is nads under a \
oontraot, the Contracting Officer must receive a clearance from the

Patent Diviaion stating that all the patent obligations of the contrac-

tor have been fulfilled (App. AlO).
b. Requirements for Clearanoe. - Before a clearance is

issued by the Patent Division the following is required)

(1) Ssanination of notebooks. e Certification by a
qualified representative of the contractor that all notebooks have been
examined and that no inventions, other than those previously reported,

have been made and lItemising the previously reported inventions.

(2) Custody of Notebooks. - A statement by the contrac-
tor as to the person having custody of the notebooks and their future

availability to the Patent Advisor.

(3) Examination of Reports. - A statement by a quali-

fied representative of the contractor that, all reports rendered under

—
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the oontraot (and listed) have been exaninod, that no inventions, other
than those reported, have been made, and that suoh reports shall be

transmitted to the Government on request*
(()) Report of Filed Applications and Delivery

Assignments. - Evidence that all inventions have been reported on the
District standard foras, patent applications have been filed, and as*

aignmants have been executed.
(6) Report on Suboontraots» * Similar data as to all

suboontraots containing patent assignment provisions (App* AS).
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SECTION 5 - RECORDS
6-1. Statlstioa (aa of 51 December 1946). - There are tabulated

below the significant statiotics of the patent program, which reflect
Its acope and aise.

a* Classes of inventiona considered - 493.

b. Invention# docketed - 6600.

c. Inventions searched in the Prior Art - 3700.

d. inventions approved for filing - 2100.

e. Applications filed in U. S. - 1260*

f. Applioation* filed in England - 267.

g- Applications filed in Canada -

lota between reported « 89.
"V"i. "Fora*l opinion. - 66.

J- Contracts under patent administration -

Prime 1390
Subs 1054
Total 2424

k« Project technical reports reviewed - 8524.

1. notebook* examined » 6305.

m. Average amendments filed per month - 30.

6-2. Records Kept. - The complexities of the project of necessity

resulted iIn a somewhat extenaive system of records, as followsi

a. All formal tech. cal reports rendered to the District by
contractors.

b. Master chart showing main technioal phases and prooessea

of the project from the raw ore as mined to the atomic bomb with 493

/
S
6.1 sms &

oy



—

subclasses*

0* Reported inventions on Reoord of Invention end Disolo-
suro form, with supporting report* end drawing*.

d. Patentability reports of inventions.
Conflicts of subjeot matter of invention*.

Formal opinion* deciding conflicts.

e -

Formal opinion* as to validity and infringement.

h. Application jackets for U. S. patent* with associated
secrecy orders# Patent Office Actions# amendments# appeals, and corres-
pondence with inventors and oontraotors.

i. Application jacket* for British applications and asso-

ciated documents.
J- Applioatioxyf jacket* for Canadian applications and

associated documents.
k. Routing slips showing location# dates acted upon# and

by whom.

1*  Application amendment dooket by serial number,

a. Foreign filing dooket by serial number,

n. Application amendment dooket by date of Patent Offioe
Action*

0. Foreign filing dooket by date of U. S. filing date*
p. Case ledger of exact definition of individual inven-

tions and oontraot history.
g- Assignment of application*.

r* Licenses under applications.

*.  Index of Inventions by olasses# subclasses.

\
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t. Index of inventions by oontraotors.
u. Index of inventions by inventors,
v* Index of inventions by project docket number,

w. Index of U. S. applications by aerial number with orosc

Indexes.

X.  Index of U. S.-British applications by British serial
number .

y. Index of U. S.-Canadian applications by Canadian serial
number*

1. Index ef oontraots by contractorse
aa. Index of contracts by contract number*
bb. General correspondence by contractors.
cc. Index of books and published artioles on subjects
associated with the Project* both 0* S. and foreign*
dd. Index of U. S. patants relating to the Project,
ee. Index of foreign patents relating to the Project,
ff. Library consisting ofi
(D U. S. and foreign publications.
(2 U* S. and foreign patents.
(9@ Patent law text books.
(4) U. S. Code Annotated.
(6) Patent Law Quarterly.
(6) Patent Office Ossette.
gg. Circular letters issued by Patent Division,
hh. Circular letters of District,

1i. Circular letters of War Department.

A
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JJ- Circular letterb of Navy Dopwteent.

kk« Circular lettore of O3RD.

11* Correspondence with contractors*

pr*. Correspondence with personnel,

nn. Corrospondenoe with Patent Groups*

00. Weekly and monthly reports by Heads of Croups*

pp. Correspondence with foreign Patent Advisors (British
and Canadian)* Vi

qq- Reports on visiters# tt* 8* and foreign*

rr. Reports cm consultants*

88* Reports of use of inventions In applications filed by
independent inventors and tendered to the use by the Government.

tt. Certificates as to notebooks, reports# inventions# and
clearance of oontraots*

uu. Digest of technical reports by subject and contractor*

w* Cross index of teohnieal reports (CC-AHDO-M-CB-tA-K,
etc.)

ww. " Index of final reports*

xx. Index of opinions by inventors*

yy* Index of opinions by offloe number.

88~ Index of British Special Project oases filed in U. S. by
0* S. serial number.

aaa. Index by serial numbers of independent inventors*

bbb* Index of allowed applications*

coo* Appeal index.

.llll.............
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SECTION 6 -.ORIGANIZATIO.

6-1. General.
a. The patent Division. - The administration of the patent

Division is divided between the Central Office in Washington, D. C«, end
Patent Groups in the field. Located in the Central Offioe are the patent
Advisor and the chief of the Patent Division, the Deputy Advisor, Tech-
nical Advisors, and Division Heads and their assistants* In the field
are Group Heads in charge of groups detailed at research and other cen-

ters and their assistants.

Navy (Ret*) has been designated as Advisor on Patent Hatters to the Di-

traots, the representative of the Contracting Officer of the District as

regards patent matters, but without authority to make financial commit-

ments. In this capacity he, as the Chief of the Patent Division, makes
all policy decisions on natters arising in the Division, and supervises

the work being carried on by the Division*

o* The pfeputy Advisor* - Mr. Roland A* Anderson has been desig-
nated as Deputy Advisor and 1s responsible for the operation and organisation
of the Central Office and the Field Groups of the Patent Division as wall as
liaison with Manhattan District representatives, other Government agencies,
and representatives of foreign governments in connection with patent mat-
ters. As Deputy Chief, he assists the Advisor in matters of policy, nego-
tiations of contracts, lioensos and the handling of the work of the Di-

vision.

6.1
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d. The Technical Advisors* - Dr. William a. Holton and Dr.
Robert D. Riohtmyer are designated Chemical Advisor and physics Advisor,
respectively.

e. Personnel.

(D Attorneys. - Practically all of the Patent Attorneys

were commissioned officers in the Amy or Navy until the fall of 1945.
When the patent work was started, officers already enrolled in the Ser-
vices were detailed to this duty, but it was soon found that a sufficient
number of attorneys were not available for assignment. Both the Havy De-
partment and the War Department authorised special officer procurement
programs under which additional attorneys were recruited for enrollment
both from civilian life and from the,enlisted personnel of both services.
Until the fall of 1945, a few civilian patent attorneys, employed by con-
tractors, worked under the direction of the patent Division. Sinoe the
fall of 1946, most of the Army and Havy officers have been relieved from
active duly and civilian patent attorneys have been employed either under
Civil Service or by arrangements with the contractors.

(2 Invention Reporters. - As a great deal of the prelim-
inary work iIn the preparation of an application for a patent can be done
by scientists and engineers without extensive training in patent law. In-
vention Reporting Sections were organised in all Groups. Most of the
personnel for these sections were drawn from civilian employees of the
contractor as, with the exoeption of one contract, (see par. 2-31) the
contractor was required to report inventions to the Contracting officer*
When 1t was found impossible to recruit qualified personnel or when defer-
ments oould not be obtained from induction into the Armed Services, some
Invention Reporters were oomnissioned and assigned to the Field Groups.

(3 Duty Status of Officers. - Officers assigned to the
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Patent Division were ordered to report for duty to an appropriate Naval
or Army officer in the area in which the Group was looeted and to report
by letter to the Chief of the Patent Division. The officers were under
the looal Naval or Army officer for pay, discipline, and leave purposes
and under tho Chief of the Patent Division for all other purposes.

(4) Assignment of Qffioers. = Officers were assigned
positions according totank as far as practicable. However, as the grade
held by an officer depended greatly upon his length of service rather than
his experience in patent matters in general, 1t was deoided to assign the
officer to a position in accordance with his previous experience In pat*
ent practice and in the particular problems of the Patent Division. Tho

whole-hearted cooperation of seniors-in-rank working under juniors-in-rank

were usually employed by the contraotors. Where necessary, they were sSup-

plemented by enlisted personnel of the Navy or Army.

6-2* Directives. The administration of the Patent Division is through
tho Manual of Office Organisation and procedure (App* 3), circular letters
issued by the District (App* A7, 8 and 10), patent Division circular let-
ters (App* A6), correspondence, and oral instructions*

Oeatral Offloe.

a. general. - The administration of the Central Offioe iIs thr
the Deputy Advisor and the Technical and Administrative Branohes under their

respective ohiefs*
b. Teohnieal Assistant Chief.

(1) Duties. - The Technical Assistant Chief is responsible

for the prooessing of all technical information. This includes* (a) the

6.3



examination of all reported inventions with their Record of Invention

and Disclosure; (b) determination of priority of processing the reported

inventions into application; (0) searching of inventions and the prepar-

ation of Reports on patentability (see Page 20 of AppeB)j (d) determina-
tion of conflicts in or overlapping of subject matter in reported inven-

tions; (e) preparation of formal opinions on conflicts; (f) examination,

before filing, of applications that have been prepared in Field Groups;

and (g) the prosecution of applications in the patent Offioe.
() Teohnlcal Sub-Sections. - Under the Teohnioal /

ant Chief were organised the following Teohnioal Sub-Seotions and their

respective heads*
a#t Chemical 1 - Mr* Warren Seaton suooeeded Lt.

Robert J. Leahy, USHR upon h?é H@?éase from_ngive duty. mM SM

b. Chemical 1l - Ur, Wilbur F. Smith succeeded Lt.
Thornton F. Holder, USEIR, upon his release from active duty.

C. Mechanical 11l - Harmon 3. potter, formerly Major,
AUS. The following, until released from active duty, precededi Lt.
Thomas R. O*Malley, USNR; Lt. Charles Eowson, USHR; Coiodr. Donald E. Land,

USHR; Lt. Richard 0. Radue, USHR.

d. Electrical JV - Lt. (J.g.) Milton Gross, USHR, suc-
ceeded Lt. Col. Walter E. Mueller, AUS, upon his release from active duty.

e. physics V - Comdr. Gerald p. Obrien, USHR, suc-
ceeded Lt* Robert S> Dunham, USHR, upon his release from active diity.

f. Classification - Kenneth S. Xlarquist succeeded
Lt. Rey Eilers, AUS, upon his release from active duty.

0. Administrative Assistant Chief. - The Administrative Assist

ant Chief is responsible for the following* (@) the negotiation, adminis-



tration, arid clearance of contracts* (b) the formulation of and super-
vision of execution of general policy matters* (0) directing supervision
and operation of the Field Groupsf (d) liaison with Diatriot and Area
Engineers, contractors, OSRD* and other Government agenoiesj () prepar-
ation of formal opinions on general patent matters* (f) initiation of
invention reports oonoerning inventions under contracts not assigned to
a Field Group* (g) international relations and arrangement** (h) the
preparation, filing, and prosecution of foreign applications* (1) prep-
aration of assignments, licenses, and agreements* (j) the general manage-
ment of the office and handling of personnel* (K) supervision and main-
tenance of office ledger, dockets, and records as to inventions, applica-
mt tions, contraets reports,, patentsy Ilterature correspondence _eto. j- .
(1) arrangement for f|||ng of appllcatlons and payment of fees* (m) super—
vision and administration of the procurement, recording, and distribution
of information* and (n) the handling of security problems*
6-4. Field Groups.

a. General# - The Heads of Field Groups are responsible in their
respective fields for the following* (&) obtaining data for and the sub-
mission of invention reports and Records of Invention and Disclosure* (b)
preparation and review of applications based upon Reports of Patentability
and other instructions* (0) preparation of amendments to applications* (d)
supervision of contracts and personnel assigned to their raspactive fields;
and (e) seourity.

b. Location of Field Groups. - Field Groups have been established

with assigned Grogp Hoads, in geographical order, as of 31 December 1946,

aa follows*

6.6
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(1 Now York (colurabia-SAJMJash) - Gordon K«
Lister succeeded Lt. Robert J. I"awhinney, USNR, upon his release from
aotive duty,
WiXImIngton (closed May 1946) - Major George
B* Campbell, AU5, until released from active duty in Kay 1946.
(3 o0Oak Ridge - Mr. Stuart W. Scott, foraorly

7y,

Captgln AUS, succeeded Major Harold Powe 1, AU3 and Lt. Col. Sylvester
- " 1 = n I, .1”/-‘ -W. -
U. Evans, AUS, upon thelr reléase from active duty.

(4 Chicago - JIr. Francis W. Test succeeded Lt. Ray-
mond S Chisholm UBHR, Lt* Henry W. Johnson, USKR, Col,. Herbert E. Mst-
calf ADS upon thelr\telease t&om active duty

©®) Los_elqmos - Lt. Col. Ralph C. Smith, AUS.

(0 California - William E« Elliott, formerly Lt.

Col., AUS, suooeeded Major Douglas 0. B*ird, AU3, upon his release from

active duty.
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SECTION 7 - COOPSRATISG AQEHCIES

7-1.  The following Government department* and aganoiaa have oo-
operated with the Patent Diviaion.

a. The Patent Cffioe la the arrangement of aeourity and

apeoial handling of applications the furniahlng of oopiea of patenta*

the furniahing of photoatata of applioationa, and the iaauing of aaoreoy

ordara.
b. the Motional Bureau of Standarda la the furniahlng of

oerreapondonoe and other reoorda of the Adviaory Coaadttee on Uranium

and the aaelpsaant of applioationa oovoring invention* nade by Bureau

of Standarda employeet#.

" 0. The Vary Department in its furnishing of offioer and *
enliatod peraonnal and duty and travel order* therefor* the furniahlng
through the varioua oowaandenta of diatriota of adtainiatratlve aerrioaa -
for I*val peraonnal, the furniahlng of inforssation of the early work m
the Project by the lewy, and the furniahlng of valuable apace and aaour-

ity aervioea for the Central Offioa.
d. Tho Department of Interior by the personnel in tho

Bureau of Minea furniahlng invention reporta of ita anploywea working

on the Project.
e. The Qfflee of Soieotlfio fiaaearoh and Development waa

reaponaible for the initial Setting up of a going patent organisation
for the Project, and handled the tranafer of Military peraonnal from
OSRD ataffa to the roater of tho Manhattan Snginear Diatriot* Throughout

the exiatenoe of tho Patent DIviaion the OSRD @ aervioea have bean

\
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constantly available, including both adminlitrative facilities and con-
sultations, notably with tho Director of OSRD, concerning matters of
policy and admiqjstration. Tho OSRD furnished tho services of the i1d-
visor on Patent Matters# teohnieal advisors end clerical personnel. Zt
also supplied library# mall service# office supplies# funds for filing *
applications, etc.

fe She State Department in acting as looal agents for the
filing of applieatlons in Sngland and the Doited States and transmittal
of classified documents by State Department diplomatic pouch.

g. Office for Emergency Management and Mar Production Board

in furnishing library services.
h. Department of Agriculture in furnishing photostats and

photolithograph services#
1. Patent Division of the Office of the Judge Advocate

General of the Army in furnishing rsocrds as to applications examined

|
in the Patent Office fy that division covering inventions of independent
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MANHATTAN district history
BOOK I - GENERAL

VOLUME 15 - PATENTS
APPENDIX *A-1 TO A-10”~ - DOCUMENTS

Title
OSRD Long-Forsi Patent Clause
OSRD Short-Fora Patent Clause

OSED Administrative Circular 10.00
(Inventions and Discoveries)

Manhattan District Standard Olause
"Contractor - Bold Haroless Clause"

- iy e’

"S’gavlndard B“ O. onnusn :c I n%(.elan |ty . |
Patent Division Circular Utter, 10 March 1944
District Circular Letter (Control 44-7)
District Circular Letter (Legal 44-4)

Special General Eleotrio Patent Clause

District Circular Letter (Legal 44-5)
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OSRD Long Form Patent Clause

(@ Tho Oontraotor hereby grants to the Government of the United
States an irrevocable option to purchase a non-exclusive license or licenses,
subjeot to the payment of royalties, to make, have made, and use, for mili-
tary, naval, and national defense purposes, and to sell in aooordanoe with
law, material, and to use processes, under all United States patents and ap-
plications for patents owned or oontrolled by the oontraotor covering inven-
tions heretofore developed end actually or constructively reduoed to praotioe
and concerned with the subjeot matter of this oontraot* Any suoh license
shall be granted upon reasonable terms subjeot to negotiation at the time
the Government nay desire to oxeroiso its option hereunder*

_ () Am contractor agrees to and does hereby, In consideration of
the premises end in consideration of payments to be made by the Government
under this ocontraot, grant unto the Government a non-exoluslve, irrevocable#
royalty-free license, to uke, have made, and use# for military# naval# end
national defense Purposes# and to sell or otherwise dispose of In aooordanoe
with law, material, and to use processes, under all inventions made In carry-
ing out the work contemplated by this eontraot, including all inventions
~exclusive of inventions oovered by subparagraph (@jIJahich for the first time
wore actually or constructively reduoed to praotioe as a result of the work
contemplated by this contract# whether patented or unpatentede the contrac-
tor agrees to make to the Government, prior to the final settlement under
this contract# a complete disclosure of all inventions mode in carrying out
the work contemplated by this ocontraot and to designate in writing which of
the said inventions have been or will be oovered by applications for patents
Tiled or caused to be filed by the ocontraotor* The oontraotor shall have
the right, qun notification by the Government, to_elcot whether It or the
Gowwra&lent shall file applications for patents on inventions in addition to
those designated by the oontraotor as aforesaid* <

(0) As to all suoh inventions that are not oovered by applications
for patents as speolfled in subparagraph (b) the contractor agrees that the
Goveranent shall have the right, at tho Government®s expense# to file# proee-
oute# and act upon applications for patents thereon, and the oontraotor shell
secure the execution of the necessary papers and do all things requisite to
protect the Government 3 _Interest in prosecuting such applications to a final
i1ssue* When an application for patent la filed by the Government as afore-
said, all right, title# and Interest in and under the patent shall be assigned
to the Government by the oontraotor exoept that the oontraotor may retain a
non-exclusive lioanse non-tranafarable exoept to an assignee of the entire
business to which said lioense iIs appurtenant®

(d The oontraotor oovenants that he has not entered into and will
not enter into any arrangement to evade the intent of this Article for the

Government to obtain without further payment a non-exoluslve liocense to
patents, applications for patents and inventions as oalled for in subpara-

graph (b) above*

(e) It is agreed that the exeoution of this oontraot shall not
oonstltuto a waiver of any rights the Government may have under patents or

applications for patents*

App* Al
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OSRD SHORT FORM PATENT CLAUSE

Patent Provisions. Whenever any patentable discovery or
invention "is made by the Contraotor or its employees in the
course of the subject work, the Contractor shall furnish

the Contracting Officer with complete information thereon

and the Contracting Officer shell have th©O sole power to
determine whether or not a patent application shall be filed,
and to determine the disposition of the title to and the
rights under any application or patent that may result. The
jJudgment of the Contracting Officer on such matters shall be
accepted as final, and the Contraotor, for itself and for its
employees, agrees that the inventor or inventors will execute
all documents and do all things necessary or proper to carry
out the judgment of the Contracting Officer. The Contraotor
shall include the provisions of this Article in all oontraots
of employment with persons who do any, part of the subjeofc

work.


bensokr
Line


7 Office for Saergenoy Management
OFFICE OF SCIENTIFIC RESEARCH AND DEVELOPMENT
1530 p street, H. W.
Washington, 25, D. C»

administrative circular io.oc
(Inventions end Discoveries)

Effective Petel September 16# 1943

SUBJECT? INVENTIONS AHD DISCOVERIES HADE Wt PAID TECHNICAL PERSONNEL
OF OSRD DURIHO THE PERIODS OF THEIR EMPLOYMENT

Votes Dm provisions ef thi» circular apply to OSRD
technical personnel receiving compensation from the
VOvVSWmit

1* Technical personnel are employed ty OSRD to aaslet this
Office and Ite ccntractcrs In reaching an early eclutlon of the probleat
involved In the eork undertaken. Among the duties of the technical personnel
are those ef waking suggestions and giving general directions to contractors
concerning the teohnioal aspecte and solutions ef the problems forming the
basis of projects. Interpreting the efforts ef the contractor with those
ef the Armed Services in arriving at the best solutions of the problems

undertaken*

2 Much of the effectiveness and smooth functioning c

OSRD 1s due to the competence, diplomacy and impartiality of these
teohnioal personnel who enjoy to a high degree the oonfldenoe of OSRD
contractors and ef the Armed Services* An important factor iIn creating
this confidence is the realisation that the technical personnel of this
Office are not seeking to establish rights for themselves as individuals
in the fields ef research and development for whioh they are acting as the
Government"s representatives* It has been and is« therefore, the policy
ef ttle OSRD that i1ts technical personnel assign to the Government the
titles to inventions and discoveries made by them in the line of their

duties.

) 8* It is, of course, understood that teohnioal personnel
aim not expeoted to convey titles to the Government to inventions and
dlsooveries made by them that are not concerned with the projects of this

Offloe.

7. Bush
Director

Datei September 1, 1948
(END)

App. A3



MANHATTAN DISTRICT STANDARD CLAUSE

CONTRACTOR * HOLD HARMLESS CLAUSE

The Contractor ahall hold and save the Government# it*
offloors, aganta, servants and employees, harmless frcsa liability
of any nature or kind, including ooata and exponass for or on account
of any patented or unpatented invention* article# design# or aethod
furnished by the Contractor and used in the performance of this
contract# including their use by the Government. The Contractor
hereb¥ releases the Government* ita officers and Agents from any and
all claims that i1t has or may have because of the use ley the Govern-
ment, now or la the future# of any of the patented or unpatented methods#
designs# or Inventions of the Contractor in connection with thia project#

App. Ad
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In view of the fact that tho Contractor has not m da an
Investigation aa to the possibility of patent infringsment# and
both parties desire te avoid the delay incident to a patent in-
vestigation# and further in view of the faot that the Oontraotor
has not inoluded in its priee any provisions for the settlement of
possible patent elalas, i1t i1s agreed that the Government shall hold
and save the Oontraotor harmless from liability of say nature or kind#
ineluding seats and expanses for infringement of patent rights arising
in the perfemanee of this eontraot*

App* AS
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this doctji-v.'i:t ¢ Blis c? _

NO. CF A ~Nore-S £/

10 Uaroh 1944

Patent Group Heads ]
Manhattan Dirtriot Area Engineers

FROM8 Captain Robert A* Lavender# USK, (Ret#)

Advisor on Patent Matters

SUBJECTI Patent Clauses for Prime Contraots# Suboontraots and

Purchase Orders on the Speoial Project.

1 To assist la determining the type of patent clauses to bo 1

serted in contraots# the throe following categories are defined*

A*  the nature of the services to bo performed or the
material or apparatus to bo furnished may involve inventions
that relate dlreotly to and concern some phase of the basic
research and development of the Special Projcot.

B. The aa&ure of the services to be perforned or the
material or apparatus to be furnished rslato only indirectly
to some phase of the basio research and development of the
Special Project bat may involve possible inventions in a
field relating to the contractor™s business position and.
the contractor has an established patent position or business
la the field of research that is the subject matter of the

oontraot#

C* The nature of the services to bo performed are
m@reIY routine work of the contractor# including# for e*am-
pie# Installation of equipment and operation of a plant or
the nature of the apparatus to be furnished involves only
ainor alterations of the apparatus furnished generally in
the regular field of business of the contractor# and any
invention that may bo made will relate to or concern such

field of business#
2 The decision whether a particular oontraot cosies within the

category A# 3 or C will be primarily determined by the nature of the
work to bo dime under the contract and particularly as to whether the
oontraot is predominantly for basio research# incidental research or
quantity {reduction and the patent and business position of the con-
tractor in the field of the subject matter of the contract#

S When the contractor falls within category (a) the contract

shall oontain the "Short Form' patent olause# which reads as follows*

——

PAG
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Patent Group Hoad* 10 March 1844

Manhattan District Area Engineers

"It 1o understood and agreed that whenever any patent-
abls discovery or inrsntion is mads by the Contractor or_
its employees in ths course of the work called for in this
contract, the Contractor shall furnish the Contracting
Officer of the U. S. Corps of Engineers, Manhattan District,
with complete information thereon, and the Contractigg
Officer, 0* S. Corps of Engineers, Manhattan District* shall
have the sole power to determine tfeether or not and where a
patent application shall be filed, and to determine the
disposition of the title to and the rights under say appli-
cation or patent that may result* Zt 1s further understood
sad agreed that theEjuggment of the Contracting Officer of
the U. 8 Corps of Engineers, Manhattan District, on suoh
matters shall be accepted as final# and the Contractor# for
itself# and fear 1ts employees, agrees that the inventor or
inventors will exeoute all documents and do all things
necessary or proper to carry out the judgment of the Con-
tracting Officer of the U. s* Corps of Engineers, Manhattan
Distriot* the Contractor agrees that it will include the
provisions of this paragraph in all contracts of employment
with persons who do any part of the work sailed for in this

oontraot."

\ -
4*  \When the contractor falls within category_(E) the eontraot
may contain a modified "Short Form””patent clause with the provision
for the retention by the oontraotor of a non-exclusive license, which

reeds as followst

"It is understood and agreed that whenever any patent-
able discovery or invention Is mads by the Contractor or Its
employees in the course ef any of the work referred to in
this oontraot, the Contracting Officer of the U. S. Corps ef
Engineers, Manhattan District* shall have the sele poser to
determine whether or not and where a patent application shall
be filed# and to determine ths disposition of the title to_
the rights under any application or patent that may result
provided, however, that the Contractor, in any event, sha
retain at least a non-exclusive, irrevocable, royalty-free
license, under said discovery, Invention, application or
patent, limited to the manufacture, use and sale for purposes
other than the purposes for whioh the apparatus* process and/or
product manufactured and/or used by the Contractor, under this
contract are now intended for use by the Government* Subject
to the lioense retained by the Contractor as above provided,
it is further understood and agreed that tho judgment
of the Contracting Officer of the U. S. Corps of Engineers,
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Patent Group Heada 10 March 1944
Manhattan District Area Engineers

Manhattan District, on these matters shall be accepted
as final, and the contractor* for itself and for its
employees, who may be obligated by the provision of
this paragraph, agrees that the employee inventor or
inventors will execute all documents and do all things
necessary or proper to carry out the judgment of the
Contractlng_Offlcer of the V* S* Corps ef Engineers,
i

Manhattan District**

6% \Where the contractor falls within category (C), the contract
my incorporate e modlfled wBhort Fora™ patent clause providing for
the reservation lay the contractor of e sole license, with the sele
right to grant sublicensee, whioh reads as follows«

_ "It 1s understood and agreed that whatever any patentable
discovery or invention is made by the Contractor, or its em-
ployees in the course of any of the work referred to in this
oontraot, the antractln? icer of the Vm S. Corps of Engineers,
Manhattan District, shell have the sele power to determine
whether or not and where a patent application ohall be filed,
and to detemine the disposition ef the title to and the rights
under any application or patent that nay resulti provided,
however, that the Contractor* in an¥ event, shall retain at
least a sole, irrevocable* royalty-free license* and the sole
right to grant sublicensee* under eaid discovery* invention,
application or patent* United to the Manufacture, use and
sale for purposes other then the purposes for which the
apparatus, process and/or product manufactured and/or used
by the Contractor* under this contract are now intended for
use by the Government* Subject to the license retained by
the Contraotor es above provided* it is further understood and
agreed that the Judgment of the Contracting Officer ef the
V. S* Cor?s ef Engineers, Manhattan District, on these mat-
ters shall be aocoepted as final* and the Contractor* for
itself and tor i1ts employees* who stay be obligated by the
provision of this parg?raph, agrees that the employee in-
ventor or Inventors will execute all documents and do all
thing™* necessary or proper to carry out the judgment of the
Contracting Officer of the U* S* Corps of Engineer*, Manhattan

District*"

6 It is to be noted that in all instances the title to all i
vention* vests in the Government and the Government has exclusive
rights in the field of the Special Project*
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Patent Group Heads 10 March 1944
Manhattan District Area Engineers

7. Sub-contracts are from time to time negotiated by prime con-
tractors for certain services or special apparatus or equipment under a
prime eontraot and, in general, the patent clause of the sub-contract
should conform to and be the same as the patent elausss of the prime
oontraots under whioh the sub-contract is mads* However, in oertain iIn-
stances the patent clause of the sub-oontraets may be modified in view
of ths nature of the services to be performed or the articles to be fur-
nished by the sub-eontraotors and the foregoing principles should like-
wise govern the type of patent clause to be employed in the sub-contract*

6. Purohase orders covering the furnishing of materials "off the
shelf" need not contain any patent clause even though the material may be
altered In structure to meet ths spsoifie adaptation* However, where pur-
chase orders are issued covering any apparatus where research and inventions
may be involved appropriate patent elausss shall be incorporated in which
ease the foregoing patent elausss will be changed by substituting "Vendor*1l
for — oontraotor*— and “purchase order” for — oontraot-

~ 9 In eases where there is e doubt la ths mind of the Contracting;
Officer of the type of patent olauss that should be used it is suggested
that you communicate with me, setting forth the details in support of the
use of a modified "Short Form" patent clause or the reasons for modifying

one of the foregoing types ef clauses.

10.  In all oontraots or purchase orders incorporating a patent
clause in _addition to the hold harmless and notifioation of infringement
elausss, it i1s deemed advisable to incorporate the following clausel

""She Patent Advisor attached to the Office of Scientific
Research and Development, Washington, D*C», will sot as ths
representative ef the Oontraoting Offioer of the C.S* Corps of
Engineers, Manhattan District, for the purpose ef administering
the foregoing patent provisions, unlsss another representative
IS appeintsd in writing by ths Oontraoting Officer of the 0.B.
Corps of Engineers, Manhattan District. It is understood,
however, that suoh Patent Advisor shall not be considered a
representative of the Contracting Offioer of the U.S. Corps of
Engineers, Manhattan District, for the purpose of making any
financial oomitments or incurring any financial obligations

hereunder."

Robert A. Lavender

\


bensokr
Line

bensokr
Line


m  DBPARIMEHT
T. S. Engineer Offioe
Manhattan District
Oak Ridge* Tennessee

21 February 1944

DISTRICT CIRCULAR LETTER (Control 44-7)

Subject* Rights of the Government in Inventions Arising Through the
Assignment of Military Personnel (Officer and Enlisted) to,
and the BuPloyaent of Civilians fay the Manhattan District on

the Special Project*
Toi All Military Personnel and Others Concerned* Manhattan District.

1* ALl Military personnel detailed to or assigned to work under the
Manhattan District and all civilians employed in a technical or professional
status by or for the Manhattan District are hereby formally advised of the
rights of the Government in Inventions Made while assigned to work under or
detailed to or employed by or for the Manhattan District* particularly those
inventions as may arise from knowledge gained from information received as a
result of their position of trust within the project*

2* a. The rights of the Government in and to inventions made by the
Military personnel of the Army or Havy and civilian employees of the War
Department, the Array* the Havy or the Offioe Of Scientific Research and
Developnsnt are defined in Aray Regulations 8S0-SO, Havy General Order #91,
or 0.S.R.D* Administrative Circular 10*06*

#*

b*  The special project undertaken by the Manhattan Engineer
District Wjuiree the complete control of all phases of the special project
to be within the Government and It is necessary in order that the Goveranent
may realise all the benefits anticipated that would flow to it fay such
assi?nment or smployaent that all rights, titles and interests in any in*
ventlons relating to the special project made by such military or civilian
personnel shall beoons the property of the Government.

Om  the detailing or assigning of military personnel to and the

enployaent®of civilians fay or for the Manhattan Engineer District Is for

the promotion of the research and development of the special project and the
control of inventions made thereunder and places such personnel In a parti*
oular and responsible position of trust with respect to the benefits to be
derived by the Government In the solution of the problems of the special
project. The solution of the speolfio problems in oonneotion therewith is
Interpreted to be within the meaning of paragraph 7 (a) of Army Regulations
860*60, within the meaning of Section 2* (a) of Mavy General Order #51* and
within the Meaning of paragraph 2 of 0.S.R.D. Administrative Circular 10*06*
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d. In the interest of the Government evexyperson In th# military
servioe deTailed to or assigned to work under the Manhattan Engineer District
end every employee ef the War Department# the Array, the Nary# or the Cffloe
ef Solentifio Research and Development detailed to or assigned to work under
the Manhattan Engineer District who nukes an Invention relating to the
special project Is hereby retired to furnish information thereof to and
report the same to his Ismadlate superior or supervisor end execute ell
neeessory doeumente including the mking of ell proper essipnents to the

Qovwnmmt*

e. All persons odminietrating eontraots involving researoh shall
satisfy thSmeelves that all persons connected with the projeet through eon*
trootora are fully informed of the Oevernsmnt*a rights ef essigaawnt to
inventions and shall permit no teohnioal or soientifio personnel to become
assooiated with the projeet through oontraotors unless the involved eon*
tractor has in his possession on executed assignment agreement™ approved by
the Advisor on Patent Hatters, that provides that the Government Contracting
Officer* or his representative# has the sole power of determining the die*
position ef sights under inventions made" toy suek persons Vfttlle associated

with the projeet*
For the Distrlet Engineert

/8/ E.H* Marsden#
E*H# Marsden,
Colonel# Corps of Bngineera#
Executive offleor*

()
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DISTRICT CIRCULAR LETTER (Legal 44-4)
Subjeoti Potent Protection for the Manhattan District Project*

To* All Area ©Bgineers and all Contracting Officers and Represen-
tatives of Contragtlng Officers on Contracts Containing Patent
Assignment Provisions

1* It As neeeessgy that positive action be taken to secure to the
fullest extent to the cnited States all rights In any inventions or per-
fection of Inventions within the field pertaining to the Manhattan District
Project ehleh are nude* solely or jointly with others, by consultants,
engineers or technicians employed* .

a* By contractors or subcontractors whose oontraots on
any plmse of the Manhattan District program provide for the
determination by the Contracting Offioer of the disposition of
the title to, and rights under* any application or patents that
may result therefroa*

b* . By domestic corporations, associations, or individuals*
and loaned to the Manhattan District Project*

e* ﬁx foreign govsransnts or foreign companies# and
loses? to the Manhattan District Project*

Zm It is possible that certain ef the contractors and suboontraetors,
dssoribed in Paragraph 1 a* are not properly protsotlng the governusnt by
naking adequate patent agSeeoents with their employees who are working on
natters relating to the Project*

Therefore, it is desired that you determine that all suoh eon*
tractors and subcontractors under your jurisdiction have obtained frost
consultants* technicians* and engineers in their employ* adequate signed
agreements assigning to the contractors or subcontractors all rights to
inventions or perfection of inventions relating to or arising from work
under the Manhattan District Project, thereby permitting reassignment of
these rights by tho contractors or subcontractors to the United States* and
avoiding a situation in which suoh contractors or subcontractors may find
themselves unable to fulfill contractual obligations due to a lack of
binding patent agreements between themselves and their employees*

App* AS
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In the event such assignments of patent rights haro not been
exeoutad by the contractor* or suboontractora under your jurisdiction with
thelr engineering, consulting, and technical personnel, It Is desired that
you expedite preparation end signing of suoh agreements without: delay. The
foro actually in use or the form as proposed for use will be forwarded to
the Patent Advisor* Office of Soientiflo Research and Development, 1580 "'
Street, ft*W., Washington, 2* G*, for review sad approval It not already
approved™

8* In the ease of persons employed as described In Paragraph 1 b,
arrangements d1 1 be made for the execution of a Memorandum Patent Agree-
ment with each such person wad the execution of a Consent and Waiver Agreement
with the Individual’s employer* The attached forms will be used*

4*  tn the ease cf person* employed as described In Paragraph X e,
negotiations leading to a specific agreement should not be attempted aC this
time* However, la order to protect the interests of the United States, the
following information should bs submitted to the Patent Advisor for the year
1048 and the months of January, February and March 1044 insofar as this can
be done, and in the future at tha sod of each calender month for that month™*
activities*

a* The days on which the foreign pereonnel were present
at any installation or activity of the Manhattan District Project
under your supervision*

b* Insofar as practicable, particular parts of installation*
that were Inspected by suoh personnel™

o* The ldentity of say papers, records, or reports per*
talajng to the Manhattan District Project that were examined by

d# The identity of sll persons present at any conferences
under’ " your Jurisdiction in which suoh personnel participated and
the general matter discussed at auoh conferences. This record
will include consultations that have previously occurred to the
extent that the required information Is available*

IT negative reports are applicable, they should be submitted at the end of
each month so that the records of the Patent Advieor will be ocomplete™
Initial and monthly reports, giving the information called for in sub-
paragraphs a to d above, will be submitted to the Patent Advisor through the

District BEgindQy™, Manhattan Dlatrict, (Attention Control Offiocer), by the
officer supervising the installation visited* To insure conpleteness of
records# negative initial and monthly reports, where applicable, will be
submitted by all Area Rngiaecere* The inrtial report and the report for the

-2 _
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month of April will b« submitted to roaoh this office not lator than IS May.
Subaequont Monthly report# will ho submitted to reach this offioe not later

than the 15th of each month*

S.  Khen any inventions are Bede in the course of work of persons re-
ferred to In Paragraph 4 on that part of the project under your supervision,
a Record of Invention In the approved fora, together with a Disclosure* will
be prepared and forwarded to the Patent Advisor*

6* the action required by Paragraph 2 ef this circular, will be
initiated for each such contract bY the representative ef the contracting
officer exercising direct technical supervision ef the contract* In the
ease of eontraots for whioh no representative has been designated, notion
will be initiated V the contracting officer* In ease* where * question of
dual supervision exists, officers concerned will consult and agree as to*

which will take action*

7  The action required by paragraph 3 will be taken by the officer
supervising the Installation or program to whioh the desired, services of

the loaned individual pertains*

/s/ K* D* tfiohols
K* C, HICHQLS,
Colonel, Corps of Kngineers*
District Engineer*

(B-D)



COKSEK? AMD WAVER

The foregoing Moaoraadua Agreement of
la hereby consented to and aBpnn@d"EWS " A ™ day
of ""rH,MI'FA*"  »nd the undersigned hereby wives any rlghiis it
K&y Kara'" under "my @dgreement with Said
. agrees that It will net disclose anjr ini“oraaVion obtainesi as "a"

result of the work of said ) ) )
to any Barson without the wrIW««r'ooposslb 3i tke doi&raotlag offioer
e

of the United States Corps of Engineers* Manhattan District* tar
Dtparfcaeat* or Its authorised representative.

"dorpor&tiott ....r..~

H
Y 16T

Corporate Seal

Attest

"leereiery

Submit one eopy of each ocor.pleted Memorandum Patent Agreement
and saoh Consent and Kalvsr Agreement to the Patent Advisor at the
address given above. Retain one copy for your files.

Any changes in the Memorandum Patent Agreement or in the Consent
and Welter shall be referred to the Patent Advisor prior to execution.
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ICE310RASDUH AGREEMENT

WHEREAS th© undersigned has heretofore executed an (Employee

Patent Agreement)# (Patent Agreement)# or
(substitute whatever is appllfoable) with IKe "reTrs
the under*ignwd hereby agrees in connlderation of research "data

and facilities made now and hereafter available to him directly or
indirectly by the United States Government in the work of the Mar™
batten District Project# and other good and valuable consideration™
to report prositly to the united states Corps of Engineers, Manhattan
District# War Department, any and all inventions and discoveries made
by him that relate to or arise from the Project upon which he is or
has been engaged whether said inventions end discoveries are made
solely or Jointly with others end further to meke original records

thereof evaileble to the Governmenti

AKD the undersigned further agrees to essign to the Government
of the United States# es represented by the Director Of the Offloe
of Scientific Research and Development# Office for Saergenoy Manege**
Bent# the entire right, title# and interest in end to any end all
Inventions and discoveries made by him in the course of such work
end to aid or assist the Government in the prosecution or defense
of the right# title* and interest of the Government in any country
in the world concerning the aforesaid inventions and discoveries#
said assistance being# by proper arrangement# at the expense of the

Government*

witness
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SPECIAL
GENERAL ELECTRIC CLAUSE

It is under»tood and agreed that whenever any patentable
disoovery or invention la made by the Contractor or its employees
In the course of the work sailed for in this contract, whioh
either control* or is of importance to the prooess of the project
or the disclosure of whioh in an application for patent involves a
disclosure of such process* ths Contracting Officer or his duly
authorised representative shall have the sole power to determine
whether or not m application will be filed and to determine the
disposition of the title to and the rights under any suoh aﬁpli*
cation or patent that may result! provided* however* that the
eosts* fses* taxes end ether expenses of taking out and main-
taining patents for such diseoveries or inventions shall be paid
by the Goremtoent or the Oontraotor in aocoordanoe with the deter™
Bination of the Contracting Officer as to the disposition of the
titles theretoi provided* however* that the Contractor or its
noaineee in any event* shall retain at least ftnon-exeluaiw*
irrevocable* royalty-free license* and the right to grant sub* *
licences and receive and retain royalties thereunder tinder said
discovery* invention* application or patent* limited to the
nanufaeture* use and sale for purposes for whioh the apparatus
manufactured by the Contractor under this contract Is now in-
tended for use try the Government! but as to any other patentable
discovery or invention made by the Contractor or its employees iIn
the eourse of the work called for in this contract* the Contractor
or Its nominees shall have the title to wad the right* under any
application or patent that may result* provided* however* that
the Government shall have a non-exiluaive, irrevocable* non-
transferable and royalty-free lioense thereunder to make* and
have made for use for military* naval and national defense
purposes «nd for the purposes for which the apparatus manu-
factured by ths Contractor under this oontraot is now intended

for use fay the Government.

APP* At!
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DISTRICT CIRCULAR LETTER (Legal 44-6)
Subject* Clearance of Contraots with regard to Patent Provisions.

Tot All Area Engineers and all Contracting Officers and
Representatives of Contracting officers on Contraots
containing Patent Assignment Provisions™

X.  Inorder that the intereat of the Government on patent matters
may be fully protected and that final payment to the Contractor tie made
as expeditiously as possible, the following information is furnished for
the guidance of Area Engineers, Contracting officers. Representatives of
Contracting Officers and Contractors*

2. Upon completion or termination of the work under a contract,
notice thereof shall be forwarded imediately by the Area Engineer, Con-
tracting Offioer, or duly authorised representative of the Contracting
Officer, hereinafter referred to as "Government Representative') to
Captain Robert A* Lavonder, USH (ret), Advisor on Patent Mattera, 1630 P.
Street, HW, Washington, D*C together with a request for patent clearance

of the involved contract*m

3* The Government Representatives are directed to advise the contract-
ors that in order to secure patent clearanoe it will be necessary for the
Contractors to make the statements and certificates and take such other action
as 1s required by Items (a) through (e), all of which are subject to the
final approval of the Advisor on Patent Matters*

(@ The notebooks kept during the performance of the
work under the oontraot are to be examined by a
qualified Representative of the Contractor who
shall render a report directly to the Advisor on
Patent Hatters, certifying to the fact that the
notebooks (listing the same) have been examined,
and to the best of his knowledge, there are no
inventions other than those already reported (such
certifying report should itemlte previously reported
inventions by Case Number, Rama of Inventor, and

Title).

(@) A statement of the official investigator under the
contract or some other representative of the con-
tractor iIs to be renderejjJ”£3® Advisor on Patent
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Matters stating the present oustody of the notebooks
and that the seme will be submittad to the Advisor
on Potent Hatters, upon request, subJest of course
to their use In additional research work under other
Project contracts.

a certificate by a qualified Representative of the
Contractor is to be furnished to the Advisor on
Patent Hatters certifying to the examination of
the reports rendered under the contract (listing
such reports) and certifying that, to the best
of his knowledge, there are no inventions other
than those reported under Item (ag, if any re-
ports listed In such certificate have not_been
transmitted to the Oovensaent Representative or
to the Advisor on Patent Matters, the certificate
should include a statement that suoh reports will
be transmitted upon request to the Government
Representative or the Advisor on Patent Hatters*

All discoveries and inventions ere to be reported,
in the fom of Records of Intentions and Risolosuree,
to the Advisor on Patent Hatters by the Contractor
unless other arrangements are made with_the Advisor
on Patent Hatters Tar the reporting of inventions
through the Local Patent Croupe. If applications
for patents are authorised by the Advisor on Patent
Matters, apﬁllcat!ons will be prepared by Represent-
atives of the Advisor on Patent Matters unless other
arrangements are made with the Advisor on Patent
Matters* Prior to patent clearance duly executed
patent applications shall have been received by

the Advisor on Patent Mattsrs together with iInstru-
ments transferring rights or title to inventions
that conform to_the determination made in scoordanoe
with the provisions of the involved contract*

IT any subcontracts containing any patent assignment
provisions are involved under prime _contracts,
certificates end statements as required by Items

@ éﬁ) (e) for prime contracts, are to be furnished,
and the provisions of Iteess (d) as to inventions,
reports, disolosures, applications, and instruments,
transferring rights or title are to be complied with,
by the prime contractor on behalf of the subcontractor,
unless the subcontractor shall have arranged to furnish
the srae directly to the Advisor on Patent Matters
by arrangement with the Contractor and the Advisor

.!!!"ﬁiiii..,
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on Patent Matters# prior to the patent clearance
of tho prime oontraot*

4* in localities wrher« Local Patent Groups have boon established
for tho handling of patent matters suoh Groups sill assist oontraotors in re-
porting inventions and preparing necessary reports for the patent olearanoe
of oontraots pursuant to instructions of the Advisor on Patent Matters*
Goverment Representatives are directed to request the oontraotors to furnish
Records of Inventions and Disclosures during the performance of ths contract
to the Advisor on Patent Matters* or, where Local Patent Groups are handling
the designated patent matters# to the Local Patent Group* If oontraotors
are Partlcularly desirous of scouring patent olearanoe at on early date after
oomplatlan or termination of tho Involved oontraot the submission of interim
reports as to notebooks and reports will greatly facilitate the disposition

of patent matters*

6* Reimbursement under vouchers covering final payment under the
applicable contracts will be withheld by the Government pending receipt of
the written notice of patent olearanoe of the oontraot from the Advisor on
Patent batters* The Advisor on Patent Matters will transmit# in duplicate#
written notice of potent clearance to the Government Representative for the
tranasiittal of the original thereof with the final voucher to ths office of

the District Engineer*

_ 6* Inquiries with respect to patent matters or any request for modi*
fioation of the procedure hereinabove® sot forth, to meet special olroumstanoe*

should be directed to the Advisor on Patent Matters*

X. D. NICHOLS
Colonel# Corps of Engineers
District Ehglneer
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MANHATTAN DISTRICT HISTORY
BOOK I - GEHERAL
VOLUME 13 - PATENTS

APPENDIX "'B"

Patent Division - Manual of Office Organization and Prooedure

NOTEs This Manual i1s available for consultation
at the Office of the Advisor on Patent
Matters, Manhattan District, Captain
Robert A* Lavender, USH (Ret.)* 1530
P Street NIS, Washington, D. C.
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